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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Applicant Solemates, LLC

Serial No. 85/262,439 Filed March 9, 2011 

Trademark SOLEMATES 

Examining Attorney: Anthony M. Rinker, Law Office 102 

APPLICANT’S APPEAL BRIEF

Pursuant to 37 C.F.R. §2.141, Applicant hereby submits this brief to 

the Trademark Trial and Appeal Board (“Board”) in support of its Notice of 

Appeal, filed herein on July 2, 2012. This brief is submitted in response to the 

Examining Attorney's July 9, 2012 Final Refusal to register Applicant’s Mark 

SOLEMATES under Section 2(d) of the Lanham Act, on the grounds of 

likelihood of confusion with prior registered marks. 
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FACTS & PROCEDURAL HISTORY 

Applicant filed this application to register SOLEMATES on March 9, 

2011. The Examiner issued an Office Action dated July 27, 2010 refusing 

registration on the ground of likelihood of confusion with prior registrations of 

marks for “SOLE MATES”, “SOULMATE”, and “SOULMATE.BECOME 

ONE.AGAIN”, all registered to the same party, JB-DM Jewelry, LLC.  The 

applicant's mark and the reference marks are all for Jewelry, in Class 14. 

Prior to applicant's response, the reference registration of “SOLE 

MATES” was canceled for failure to file a declaration of use (an earlier 

registration No.2756625 of the mark “SOUL MATES” by the same party was 

also canceled in 2010 for failure to file a declaration of use).  The applicant’s 

response argued that applicant's mark SOLEMATES was clearly 

distinguishable, visually and conceptually from the mark SOULMATE, and 

altogether distinguishable from the composite mark “SOULMATE. BECOME 

ONE. AGAIN”, because of the inclusion of additional wording in the latter that 

differentiated it in many ways from the applicant's mark.  The applicant also 

argued that the term "soulmate" (in the singular or plural form, one word or 

two word form) was used generically throughout the jewelry trade to refer to a 

type of jewelry, and should not form a proper basis for a likelihood of 

confusion rejection with of applicant's mark, which differed in both 

appearance and meaning. 
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Following a further and "final" refusal, applicant simultaneously filed this 

appeal along with a request for reconsideration by the Examining Attorney.  

Along with that request for reconsideration, the applicant submitted evidence 

of extensive use on the Internet, by numerous parties, of the term 

"soulmates" in various forms, clearly referring to a type of jewelry intended for 

exchange between persons who considered themselves soulmates.  The 

request for reconsideration was nevertheless denied on July 10, 2012, with 

the Examining Attorney expressing the view that the term “SOULMATE” was 

“very strong in the context of jewelry goods”. 

ISSUE PRESENTED 

The issue presented is whether a registered mark, which clearly has 

become generic through widespread use in the trade, is a proper basis for a 

likelihood of confusion rejection of a mark which differs both visually and 

conceptually.

ARGUMENTS 

There are two registrations forming the basis for the refusal appealed 

from.  In the Examining Attorney’s refusal to reconsider, a third registration 

(SOLE MATES, 2935370) is mentioned.  However, this was clearly an 

oversight, as registration 2935370 has been canceled, and previously had 

been withdrawn by the Examining Attorney.  The refusal to register thus is 
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based exclusively on a likelihood of confusion with the prior registrations of 

"SOULMATE" and “SOULMATE.BECOME ONE.AGAIN.”  Both of the 

referenced registrations, and the applicant’s application for registration of 

“SOLEMATES” are for jewelry, in Class 14. 

Although SOULMATE and SOLEMATES have similarities in 

pronunciation, there are readily identifiable differences in appearance, and 

important and well recognized differences in meaning.  Webster's Third New 

International Dictionary (unabridged, 1969) defines "soul mate" as follows: 

“one of two persons esp of opposite sex temperamentally suited to each 

other".  The same dictionary has no definition for “solemates” (or “sole mates”).  

Likewise, the on-line Merriam Webster Dictionary has no definition of 

solemates or sole mates. 

According to a current definition in Wikipedia, “A soulmate  (or soul mate )

is believed by some to be the person with whom one has a feeling of deep or 

natural affinity, similarity, love, sex, intimacy, sexuality, spirituality, or 

compatibility.” 

“Solemates” is more suggestive of footwear and footwear accessories 

(and, indeed, the business of the applicant is largely involved with the 

marketing of footwear accessories). 
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The primary definition of "sole" in Webster's dictionary, referred to 

above, relates to footwear and feet.  A secondary definition is "having no 

spouse…having no companion" -- the absolute antithesis of "soulmate". 

Given that "soulmate" has become a generic term for jewelry, as will be 

demonstrated below, the registration of SOULMATE should not be permitted 

to stand in the way of registration of "SOLEMATES", a mark that has an 

entirely different appearance and meaning. 

“SOULMATE” IS A GENERIC TERM FOR JEWLERY 

In the applicant’s request for reconsideration of the Examining Attorneys 

final rejection, applicant supplemented its showing of the generic status of 

"soulmates" (singular, plural, and one word or two) by submitting 21 printouts 

of websites advertising "soulmates" as a distinct type of jewelry.  In the 

applicant’s view, the evidence is simply overwhelming that "soulmates" is used 

generically in the jewelry trade to refer to jewelry of a type that is appropriate 

for and is sold to people who are or have soulmates.  It is believed that all 21 

items (Evidence Exhibits 1 – 21) are relevant, because collectively they show 

beyond issue that "soulmate" is used in the trade as a generic term to 

designate a particular type of jewelry designed for and marketed to a particular 
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class of customers.  While Evidence Exhibits 1-4, 7, 11 and 13 are of greatest 

interest, applicant believes it would be useful for the Board to peruse the entire 

group of Evidence Exhibits, in order to derive the full flavor and impact of the 

extensive and widespread usage of "soulmates" as a generic term for jewelry. 

 Evidence Exhibit 1 is a collection of 175 items of jewelry under the 

heading of “soul mate jewelry”.  Many of the items carry the term "soulmates" 

in association with their individual illustrations in the website display.  This 

website, by itself, is an impressive demonstration of the generic nature of the 

term "soulmate" as applied to jewelry. 

 Evidence Exhibit 2 is a collection offered by Amazon.com under the 

heading of "soulmate jewelry".  65 items are illustrated on this website.  

Unfortunately, they did not print out well for the exhibit. However, applicant's 

attorney, in examining the displayed website, counted 43 of the 65 items that 

made specific reference to soulmate in some form, in the description directly 

underlying the individual product illustration. 

 Evidence Exhibit 3 (Zazzle) illustrates 33 items of jewelry under the 

heading "Soul Mates Necklaces".  Most of the 33 items include the term "Soul 

Mates" or "Soul Mate" embossed on the face of the pendant, clearly not as a 

trademark, but more as a statement of purpose. 
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 Evidence Exhibit 4, under the heading "Soulmate Jewelry" shows five 

items of pendant jewelry.  Above the listing, the advertisement recites "Tender 

and evocative, our Soulmate Pendants express the loving bond of romance, 

motherhood & family." 

 Evidence Exhibit 5 displays ear rings, illustrated under the heading 

"Soulmates" and with the description "Soulmates Jewelry - Adove Fine 

Jewelry". 

 Evidence Exhibit 6 (Mystical Dragon) displays a "Man and Woman 

Interlocking Soulmate Pendant" illustrated under the heading "Soul Mate 

Jewelry". 

 Evidence Exhibit 7, (pricedumper) under the heading "soulmates 

jewelry" has illustrations of various kinds and styles of jewelry.  24 of the 

illustrated items use the term "soulmate" or "soul mate" in connection with the 

description of the particular item of jewelry. 

 Evidence Exhibit 8 displays 16 items with an underlying description 

"PENGUIN Soulmates".  Most are jewelry items with a soulmates context. 

 Evidence Exhibit 9 (Limoges Jewelry) displays four rings under the 

heading "Soul Mates". 
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 Evidence Exhibit 10 (YourHolyLandStore.com) displays three items 

under the heading "Cosmic Match (Soul Mate) Pendant". 

 Evidence Exhibit 11 (Energy Muse) illustrates two different bracelets 

under the headings "Soulmates for Women" and "Soulmates for Men". 

 Evidence Exhibit 12 (Lightworker Supplies) illustrates a "Soulmates 

Pendant" with text relating to the search for a “soulmate". 

 Evidence Exhibit 13 (the Find) displays 520 products from 116 stores, 

all illustrated under the heading "soulmate ring".  Because of the large number 

of pages, only representative sampling is included In Exhibit 13, which consists 

of two, two-page illustrations.  In the printing of the webpages, the illustrations 

unfortunately were compressed widthwise and some of the printed references 

to "soulmates" in the descriptions associated with the images were cut off or 

obscured.  By the count of applicant's attorney, in the first two-page sample, 12 

of the 21 items displayed used the term "soulmate" in the description directly 

underlying the item itself.  In the second two-page sample, 19 of 28 items use 

the term “soulmate" in the description underlying the item. 

 Evidence Exhibit 14 displays a "Petroglyph Soulmate Hawaiian" 

wedding ring. 
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 Evidence Exhibit 15 illustrates various rings, under the heading “Soul 

Mate Sterling Silver Ring".  

Evidence Exhibit 16 (Kathyrn Cole Jewelry) illustrates a "Soulmates 

Necklace",

 Evidence Exhibit 17 is a presentation of "Soulmates Bridal Collection" 

under the heading "Emma Gil Soulmates Wedding Rings". 

 Evidence Exhibit 18 displays a "Soul Mates JewelPop", described as a 

specialty glass item for "your soul mate". 

 Evidence Exhibit 19 (Sundance) illustrates a "Soulmates Ring" of 

bonded gold and silver bands. 

 Evidence Exhibit 20, under the heading "Soul Mate Jewelry" displays a 

selection of rings and pendants, particularly for Valentines day. 

 Evidence Exhibit 21 displays a "Circle of Love Soulmates Necklace". 

 It is well settled that printouts of websites are of probative value, and are 

relevant in the determination of whether a disputed term is or is not generic.  In

re Country Music Association Inc., 100 USPQ2d 1824 (TTAB 2011); In re 
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Active Ankle Systems Inc., 83 USPQ2d 1532 (TTAB 2007); TBMP §1208.03. 

"The myriad examples [of web sites] that the Trademark 
Examining Attorney has placed into the record clearly show that 
BOND-OST ‘tell[s] you what the thing is.’  In re Abcor 
Development Corp., 588 F.2d 811, 200 USPQ 215, 219 (CCPA 
1978)"

 In a recent, unpublished decision of the TTAB, it was indicated that use 

by competitors of a term is evidence of its being generic: 

A competitor’s use of a term is evidence of the genericness of that 
term.  See e.g., Remington Products,Inc. v. North American Philips 
Corp., 892 F.2d 1576, 13USPQ2d 1444, 1446, 1449 (Fed. Cir. 
1990) (use of “TravelCare” in the trade as category designation 
significant factor in finding term generic) and BellSouth Corp. 
v.DataNational Corp., 60 F.3d 1565, 35 USPQ2d 1554, 1558 (Fed. 
Cir. 1955). STK LLC v. Backrack Inc. (unpublished, 92049332, 
(TTAB, 2012) 

 At issue is the question, given that the term “soulmate" is generic for 

jewelry (which the applicant submits to be indisputable in view of the Evidence 

Exhibits 1 – 21), whether the registration of SOULMATE is a suitable basis for 

refusing registration of SOLEMATES, which differs in appearance and has 

meanings which are different from, and to a large extent in conflict with, the 

meaning of "soulmate".  In Keebler Co. v. Murray Bakery Products, 9 USPQ2d 

1736, 1737 (Fed. Cir. 1989), the Court, in deciding whether there was a 

likelihood of confusion between PECAN SANDIES and PECAN SHORTEES 
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stated that the only similarity was “the presence of PECAN, a generic term 

incapable of creating a likelihood of confusion."  In so far as the mark 

"soulmate" is generic, is it not incapable of creating a likelihood of confusion.  

Granted, the registration 3306078 is still in effect, but should it not be given 

only the narrowest possible legal effect?  Applicant submits that the effect of 

the registration is now so limited by the generic usage of the underlying term 

that it is insufficient to create a likelihood of confusion with "SOLEMATES" a 

term with a different meaning, indeed a contrary meaning, as well as a different 

appearance.  Applicant submits that registration number 3306078 of 

SOULMATE is an empty shell, supported by a term which is clearly generic, 

and should be accorded only the narrowest possible scope.  Although the 

registration remains in effect, the website evidence shows that the public 

understands the term to mean a type of jewelry, and there is widespread 

awareness that the term "soulmate" is in no way an indication of source. 

 Evidence Exhibit 22 is included because it is a webpage of JB-DM 

Jewelry LLC, the owner of Registration 3306078 (SOULMATE) and No. 

3502298 (SOULMATE.BECOME ONE.AGAIN).  This webpage refers to the 

product of the registrant as being "the perfect symbol of a relationship between 

two people who are soul mates".  The webpage is also significant in that it 

makes a specific point of emphasizing the "SOUL" component of its mark by 
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presenting it in bold (i.e., "SOULMATE") in most instances.  This further 

supports the applicant’s differentiation of its own mark, SOLEMATES, on the 

basis of differences in both appearance and meaning. 

 The Examining Attorney has also refused registration of applicants mark 

on the separate basis of likelihood of confusion with a second registration of 

JB–DM Jewelry LLC, namely "SOULMATE.BECOME ONE.AGAIN” 

(Registration 3502298).  In the applicant's view, the ‘298 registration has little if 

any relationship to the applicant’s mark SOLEMATES.  The ‘298 registered 

mark is a complete message to a soulmate.  The message has to do with 

finding a person to become a soulmate with.  There is no supportable basis for 

a likelihood of confusion refusal based upon this registration.  Moreover, given 

the generic nature of the term "soulmate", the language of Keebler, 9 USPQ2d 

at 1737, is appropriate.  There the Court of Appeals for the Federal Circuit 

said, “the only similarity [between PECAN SANDIES and PECAN SHORTEES] 

being the presence of PECAN, a generic term incapable of creating a 

likelihood of confusion."  The same logic applies to the ‘298 registration. 
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CONCLUSION 

For the foregoing reasons, Applicant requests that the Board reverse the 

Examining Attorney’s refusal to register the applicant’s mark SOLEMATES and issue 

an Order allowing Applicant’s mark for publication and registration on the Principal 

Register.

Respectfully submitted, 

/Fritz L. Schweitzer, Jr./ 

Fritz L. Schweitzer, Jr. 
Attorneys for Applicant 
ST.ONGE STEWARD JOHNSTON & REENS LLC

986 Bedford Street 
Stamford, CT 06905-5619 
203 324-6155 
Trademarks@SSJR.com
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